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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 5-7 and 13-16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kawamura et al. (U.S. Patent 6,075,920). 

Claim 5: The time code generating portion (9) and the generating portion indicated by 
the right arrow extending from the control unit (20) are readable as toggle generating portions 
since they generate subcode components (i.e. "subcode P data") which are delivered to the 
subcode encoder (11). The subcode can be said to "toggle" in the sense that it is created by 
changing a field of bits to a different field of bits. For example, FIG. 18 indicates that the 
subcode for the track number occupies a filed having a length of 2 bytes. The field is inherently 
changed when the field gets encoded with track number information. Thus, the subcode field 
containing this information can be said to toggle between an uncoded "low state" and an encoded 
"high state". The control unit (20) reads as the selecting portion since it maintains control over 
the entry of subcode components into the subcode encoder (11). 

No patentable weight is attributable to the wherein clause (last paragraph) that the time 
interval between high and low states is predetermined and regular, since this pertains to the 
intended usage of the circuit rather than defining physical features of the circuit. 

Claim 6: The amount of time required to change from the un-coded state to the encoded 
state corresponds to the claimed period. 

i 
i 
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Claim 7: The control unit is the selecting portion since it maintains control over the entry 
of subcode components, which in turn generate encoded output which is written to a data 
recoding medium (19), as seen in FIG. 1. 

Claims 13- 14: See remarks for claim 5. 

Claim 15: See remarks for claim 6. 

Claim 16: See remarks for claim 7. 

Claims 3-4 and 8-12 are allowed. 



Remarks 

Claims 3-4 and 8-12 are allowed. Claims 5-7 and 14-16 are rejected. Applicant's 
arguments are directed to the period of time in which data toggles between a high state and a low 
state. Examiner finds that these recited features carry no patentable weight. The claimed 
invention is directed to a circuit having components which generates data. How that data behaves 
once it is generated carries no patentable weight, since such features do not define the physical 
structures of the circuit, but instead, the intended usage of these structures as part of a method of 
data toggling. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication should be directed to Sam Rimell at 
telephone number (571) 272-4084. 7 
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Primary Examiner 
Art Unit 2164 



